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Office Action Summary 



Application No. 

09/616,718 



Examiner 

Cybille Delacroix-Muirheid 



Applicant(s) 

VALLEE ET AL. 



Art Unit 
1614 



The MAILING DATE of this com munication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E^ensbn! Toftime may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be *mely Hied 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

I )^ Responsive to communication(s) filed on 30 October 2001 . 
2a)D This action is FINAL. 2b)gl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 6. 
Disposition of Claims 

4) E3 Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1 and 2 is/are allowed. 

6) KI Claim(s) M is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
U)M Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
15)13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) K Nouce of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s) - 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
, Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpa.en.aWe over Keung e, a.. 

patent as being unpaid over claims 1-10 of U.S. Pa.en, No. 5,886,028. 

3 Claims 3-6 are rejected under .he judicia.lv crea.ed doctrine of obviousness-^ double 

pa.en.ing as being unpatentabie over Cairns 1-6 of U.S. Paten, No. 5,624,9,0. 

r ™ -i « t T *>> Code not included in this action can be found 
The text of those sections of Title 35, U.S. Code not mc 

in a prior Office action. 

Response to Amendment 
The foUowing is respons.ve to Applicant's amendment received Oct. 30, 2001. 

T nepreviousre i ec«,o„ofc,a im s,.2(.~.y)under3 5 USC103 ( a)over,beKeu„ge t al. 

ref erence,sc,fo rt binpara g rapb4of the offtce action mailed Aug. 
of Applicant's amendment and the remarks contained .herein. 

*„ is use 112 paragraph 2, set form in paragraph 1 of the 
The previous claims rejection under 35 USC 1 U, paragr v 

-, h Aue 1 2001 is withdrawn in view of Applicant's amendment and the 

office action mailed Aug. l, ^uui, u 

remarks contained therein. 



view 
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The previous rejection of claims 1-2 under the judicially created doctrine of obviousness-type 
double patenting, set forth in paragraph 8 of the office action mailed Aug. 1, 2001, is withdrawn 
in view of Applicant's amendment and the remarks contained therein. 

However, Applicant's arguments traversing (1) the remaining rejection of claims 3-5 under 
35 USC 103(a) over Keung et al. (Paragraph 4 of the office action mailed Aug! 1, 2001) and (2) 
the previous rejections of claims 3-6 under the judicially created doctrine of obviousness-type 
double patenting have been considered but are not found to be persuasive. 

Said rejections are maintained essentially for the reasons given previously in the office action 
mailed Aug. 1 , 2001 with the following additional comment: 

It is essentially Applicant's position that Keung et al. do not disclose the claimed methods 
which include the "use of aldehydes such as 5 -hydroxyindole-3 -acetaldehyde and 3,4- 
dihydroxyphenyl-3-acetaldehyde." Moreover, Applicant applies this same argument to the 
double patenting rejections. In other words, the double patenting rejections should be withdrawn 
because the US patents 5,886,028 and 5,624,910 do not claim methods which include the "use 
of aldehydes such as 5-hydroxyindole-3-acetaldehyde and 3,4-dihydroxyphenyl-3- 
acetaldehyde." 

Said arguments have been considered but are not found persuasive. 

First of all, Applicant's argument concerning the "use of aldehydes such as 5-hydroxyindole- 
3-acetaldehyde and 3,4-dihydroxyphenyl-3-acetaldehyde" is not commensurate in scope with 
claim 3. Applicant's argument is commensurate in scope with claim 1; however, and the claim 



Application/Control Number: 09/616,718 
Art Unit: 1614 



Page 4 



has been found to be allowable. Thereto, claim 6, which recites the very limitation Apphcant is 

argning is now objected to and claim 3 would be found allowable over the Keung e. al. reference 

if Applicant amended claim 3 to contain the limitations of claim 6. 

Otherwise, claim 3, as amended, remains obvious over the Keung et al. reference. The 

Examiner maintams that it would have been obvious to one of ordinary skill in the art to 
administer daidzin and its analogs to a human because in view of the successful reduction of 
ethanol intake by hamsters as a result of ALDH-2 inhibition, one of ordmary skill in the art 
would reasonably expect daidzin and its analogs to effectively inhibit ALDH-2 and thus reduce 
a.coho, consumption in humans. With respect to the claimed increase of "an aWehyde" (claun 3), 
such an increase would have been obvious because the prior art discloses substantially similar 

methods and compounds. 

Concerning the double patenting rejection, Applicant's arguments concerning the "use of 
aldehydes such as 5-hydroxyindole-3-ace,aldehyde and 3,4-dihydroxyphenyl-3-acetaldehyde« 
are not commensurate in scope with the claims. Moreover, even if th,s limitation were in claim 3, 
the double patenting rejections would stand. Applicant has not argued how the limitation 
regarding the use of aldehydes such as 5-hydroxyindole-3-acetaldehyde and 3,4- 
dihydroxypheny.-3-ace.aldehyde render the claimed inventive method patently distinct from 
the daimed methods of USPN's 5,886,028 and 5,624,910. The scope of the claims of the instant 
application continue to overlap with the claims of USPN '910 and '028. 
It for these reasons that the rejections stand. 
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Art Unit: 1614 

New Ground(s) of Rejection 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

5. Claims 3-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Vallee et al., 

5,624,910 or Vallee et al., 5,204,369. 

Vallee et al. '910 disclose methods for treating alcohol consumption or alcohol abuse, the 
methods comprising administering an effective amount of daidzin to reduce alcohol 
consumption. Please see the abstract; col. 10, lines 37-45; claims 1-6. 

Vallee et al., '369 disclose methods for treating alcohol dependence or abuse, the methods 
comprising administering effective amounts of daidzin. Please see the abstract; col. 14, lines 63- 
67; col. 16, lines 22-30; col. 21, lines 25-45. 

The claims are anticipated by Vallee et al., '910 or '369 because they disclose administration 
of an identical active agent, daidzin, to a host, i.e. a human, using Applicant's claimed method 
steps. Accordingly, the increased concentrations of an aldehyde such as those in claim 6 would 
be inherent. 
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Allowable Subject Matter 

Claims 1-2 are free from the prior art because the prior art does not disclose or fairly suggest 
Applicant's claimed method. 

Conclusion 

Claims 3-6 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cybille Delacroix-Muirheid whose telephone number is (703) 
306-3227. The examiner can normally be reached on Tue-Fri from 8:30 to 6:00. The examiner 
can also be reached on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marianne Seidel, can be reached on (703) 308-4725. The fax phone number for this 
Group is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 




